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DETAILED ACTION 

1. Applicants' cancellation of claims 3-15 and 18-32 as set forth in the applicants' 
reply filed on 09/23/2005 is acknowledged. 

2. Claims 1, 2, 16 and 17 are pending in the application. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1,16 and 1 7 are rejected under 35 U.S.C. 1 02(e) as being anticipated by 
Aigner ('175). 

In reference to claims 1 and 16, Aigner (Figs. 1-3) discloses a method of forming 
a semiconductor device comprising a semiconductor substrate (1) comprising circuitry 
(17) and terminal means (9) for establishing electrical connection to the circuitry (17); 
providing a sheet (2) for forming a further layer of the device, the sheet comprising at 
least one groove (5); applying adhesive to at least one of said substrate (1 ) and said 
sheet (5); and aligning said substrate (1) and said sheet (2) in a position such that said 
at least one groove (5) faces said terminal means (9) and attaching said substrate (1) 
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and said sheet (2) together by means of said adhesive in said position (Aigner, [0022] - 
[0024] and [0051] - [0054]). 

In reference to claim 17, Aigner discloses wherein the terminal mean comprises 
a plurality of bond pads (Aigner, see for example, Fig. 9, reference character 9). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Aigner 
('1 75) as applied to claims 1,16 and 1 7 above, and further in view of Ohara et al. (U.S. 
5,668,033, hereinafter Ohara). 

Aigner discloses applying adhesive to at least one of said substrate and said 
sheet, but fails to expressly disclose wherein the adhesive is applied solely to said 
sheet. 

However, Ohara (Figs.10-14) discloses a method of manufacturing a packaged 
semiconductor device including providing a substrate (32); providing a sheet (33) for 
forming a further layer of the device, the sheet (33) comprising at least one groove; 
applying an adhesive (24) solely to said sheet (33); and bonding said sheet (33) to said 
substrate (32) (Ohara, column 6, line 15 - column 8, line 52). 
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It would have been within the scope of one of ordinary skill in the art to combine 
the teachings of Aigner and Ohara to enable the disclosed bonding step of Aignerto be 
performed according to the teachings of Ohara because one of ordinary skill in the art 
would have been motivated to look to analogous art teaching alternative suitable or 
useful methods of performing the disclosed bonding step of Aigner and art recognized 
suitability for an intended purpose has been recognized to be motivation to combine 
(MPEP 2144.07), and furthermore, because the fact that the claimed combination of 
elements was "obvious to try" might show that such combination was obvious under 35 
U.S.C. §103, since, if there is design need or market pressure to solve problem, and 
there are finite number of identified, predictable solutions, person of ordinary skill in art 
has good reason to pursue known options within his or her technical grasp, and if this 
leads to anticipated success, it is likely product of ordinary skill and common sense, not 
innovation (KSR International Co. v. Teleflex Inc., 82 USPQ2d 1385 (U.S. 2007)). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JULIO J. MALDONADO whose telephone number is 
(571 )272-1 864. The examiner can normally be reached on Mon-Fri, 8:00 A.M. -4:00 
P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matthew Smith can be reached on (571)-272-1907. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
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